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Winning the race to
launch and protect
trademarks
Trademark practitioners are looking at new ways to
effectively produce the most efficient workflow, Rob
Davey writes
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oday’s law firms and corporate legal teams are being asked to clear new trademarks quicker than ever before. In the current market, decisions have to be made on the use of new marks against a challenging backdrop of tighter turnaround times and no extra resource. In light of this pressing ‘need for speed’, trademark
practitioners are looking at new ways to effectively produce the most rapid, effective and accurate response
rate required for their clients.
This increased urgency has prompted a need for change in the industry and one growing trend in the legal trademark arena is the use of automation and more efficient workflow tools, introduced to deliver decisions of the required quality, far more quickly.
The inside view
The views of legal professionals and brand owners on the biggest issues facing the trademark industry were reflected in some recent research carried out by Thomson CompuMark at an industry symposium on brand protection.
Budget pressures, new brand channels, globalisation and technology support were cited as major challenges to
staying ahead in the evolving trademark landscape. In fact, 44% of respondents said budget was the biggest challenge and 28% felt that new channels was another critical area, saying that social media had a real impact on clearing and protecting trademarks.
The rate of new marks being launched into the social media sphere has increased substantially in recent years, in
terms of both volume and speed, and this has had considerable implications on professionals working in the trademark industry. 61% of those questioned in the research felt that social media is either very or moderately important
to their trademark strategy, and more than a third (34%) said they would be open to new technology in their dayto-day work.
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Even though the sample size of the research was relatively small, the research is highly significant as it represents
the views of those people working at the heart of the trademark and brand protection industry. The results highlight the level of complexity facing organisations looking to clear, launch and protect their brands and how many
are exploring the concept of bringing in new technology to solve their clearance challenges.
The worldwide challenge of globalisation
As we have seen from the research, new markets, emerging market channels and the impact of the internet have
all played significant roles and contributed to the demand for quicker, more comprehensive trademark clearance
searches. However, globalisation remains an underlying factor across all industry sectors.
The market today is worldwide and businesses want brands that can grow geographically, as well as across different
products and services. Organisations can now enter a new market almost instantly, potentially exposing the brand
to prior rights in another country.

One fundamental step in enforcing trademark rights
is being aware of potential conflicts and identifying
those marks before they reach the marketplace
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In the majority of cases it is no longer viable to clear marks in just one core area, it has reached the stage where
clearance has to include all possible markets of expansion. This places greater pressure on legal professionals to
clear trademarks quickly and more broadly, so businesses can ensure they can secure local rights to that mark.
Made in China
Globalisation creates risks that are often overlooked by brand owners, particularly when it comes to China. While
China has greatly improved its practices in recent years, it still remains the single largest market for bad faith trademarks. Launching a brand in just one market, whether it is on social media or any other public space, then exposes
it to the rest of the world and leaves it open for registration by other parties in countries like China. The potential
risks further reinforce the importance of organisations registering a mark, rather than relying on their prior rights as
a brand owner.
The rise and rise of social media
The greatest impact in this area has been brought by marketers spending less time on brand building and focusing
almost exclusively on getting the brand on to the market quickly, to meet the demands of the digital consumer and
social media users.
While social media has become a powerful tool for advertising and marketing a brand, it has also brought an additional layer of complexity to trademark professionals. The immediacy and instantaneous nature of social media
means that speed is key. Marketing departments now want to get new brands out there as quickly as possible to
maximise the online market, and registrations are getting easier and cheaper.
The prolific use of social media has been a catalyst that has prompted a need for change in the sector. With any new
digital marketing campaign, the best protocol is for businesses to seek counsel as early as possible. Even prior to

www.worldcommercereview.com

selecting the brand itself, trademark professionals are called upon to offer advice on whether that brand is available
and the likelihood of being able to acquire it as a username across key social media sites.
The challenge is providing the necessary guidance to determine which trademarks are relatively clear for a company’s use and registration, and those that may cause an issue with any existing marks. Social media throws up a
number of specific issues during this process, particularly surrounding the use of generic terms for marks and, more
recently, businesses attempting to register social media hashtags as trademarks. Another important reason why
both in-house legal teams and law firms are changing their business models and readjusting their workflows to suit
ever-evolving client demands.
Competition between firms
Alongside the growth in trademark applications, the increase in the number of practising solicitors has intensified
the competition between legal firms and placed additional pressure on the sector. In the UK alone, the number of
practising solicitors has risen by 20 per cent since 2009, according to the latest figures released by the SRA (Solicitors Regulation Authority). This is reflected in the US too, as the number of licensed lawyers increased by 32,694
between 2013 and 2015. The need for trademark professionals to differentiate their offering from their competitors
has never been greater and many law firms are embracing change by exploring new methods of innovation and the
latest technological solutions.
Changing workloads and workflows
The evolving trademark landscape has resulted in many in-house legal departments and law firms realigning their
operating approach in a way that better meets the needs of their clients. In this demanding environment, trademark practitioners have had to change their thinking and subsequently readjust their workflows in order to remain
competitive and successful. With changes, and indeed growth, in how businesses commercialise their brands, the
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number of channels that need to be considered has also expanded—both from a brand development and protection point of view.
The growth in trademark applications was captured in the latest full year statistics from WIPO (World Intellectual
Property Organization) published in October 2015. The statistics showed that the growth rate in trademark applications has continued its upward trend, increasing by 6%. Interestingly, what is not included in those statistics are
the marks of which businesses decided not to seek registration. For example, if the mark is not going to appear on
a product and is being used for an internet advertising campaign, or if the mark is going to be used on a seasonal
product or on a sub brand of a global brand, companies may choose not to follow the normal clearance and registration process.
For those organisations, this may seem like the cheapest option in the short term, however the level of risk involved
could be higher than expected. In response, trademark practitioners have had to tailor their approach and modify
the search and filing strategy to make the risk level and budget acceptable to the client.
Technology changing the trademark landscape
While there are many changes affecting the trademark sector, one critical element that has remained the same is
the need to clear new trademarks in the most robust and appropriate way. Not clearing a brand effectively is a false
economy for the organisation involved, and it is no secret that the financial fall out can be significant.
Managing a complex digital workload within ongoing budgetary constraints has seen a number of law firms
change their working models in order to maintain a successful practice. Whether that differentiation is special expertise in niche sectors, innovative forms of client service delivery and fee structures, or with the help of the latest
technological solution.
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Technology is considered to be an integral part of trademark firms’ changing models. Alongside the Thomson CompuMark research, according to a recent report by Raconteur into legal innovation, 78 per cent of UK lawyers believe
that technology in a law firm is critical and further evidence is illustrated in the PwC 2015 Annual Law Firms survey
showing that the vast majority of firms (95 per cent) plan to invest in IT in 2016 to improve their efficiency and competitive edge.
Adopting the latest technology could provide the foundation needed to respond to clients’ differing needs. The
solution that trademark professionals require is a set of more efficient tools, and a growing number are introducing
workflow and automation tools to help speed up the process.
Full search and self service
There are emerging technological solutions in this space designed to simplify the clearance process and put the
power of search firmly in the control of legal professionals—technology that can allow informed counsel to be delivered on new brands faster and more efficiently, would be an attractive proposition for clients. Fundamentally, any
solutions that could help to speed up the process of clearing trademarks, while producing immediate and tailored
search results, would have a positive impact in terms of reducing the workload and allow legal teams to clear marks
more efficiently.
Solutions that incorporate specific decision support tools and allow an instant and graphical representation of the
results could also give legal teams a competitive edge and in-house departments would be more effective internally. In addition, clearing marks in these digital times demands a solution that has the ability to conduct trademark
searches across key content areas simultaneously, such as social media, domain names, common law sources and
global PTOs. The results would provide quick and easy insight, to mitigate brand risk.
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Whether the need is for a full availability search for a major brand, or for secondary and seasonal brands and slogans, technology can be used to bring the required level of flexibility, speed and affordability to the clearance process. Fortunately, the new trend for self-service trademark clearance is being reflected in some of the latest technological solutions on the market.
There are cloud-based solutions that allow professionals to carry out quick and cost-effective clearance searches
and mitigate risk for brands, as well as full search ‘gold standard’ solutions for primary brands or those with large
results sets. These online platforms incorporate a number of analysis tools that assist in streamlining the review and
reporting process.
Policing trademarks
Moving forwards from the initial stages of launching and clearing trademarks, it is also critical for brand owners
to police their marks to preserve their trademark rights. The substantial increase in new brands being introduced
means that the chance of a trademark conflict, unintentional or not, is on the rise. However, with so many channels,
managing the brand risk within limited budget and time constraints presents another challenge.
Proactively protecting valuable trademarks has to be a strategic priority for every organisation. The fallout of not
enforcing a mark could have a devastating impact on the brand and if the worst case scenario did happen and the
name was being used by multiple people, the hard earned brand name could become more of a generic or descriptive term.
One fundamental step in enforcing trademark rights is being aware of potential conflicts and identifying those
marks before they reach the marketplace. The most effective solution is to have brands on a trademark watch, and
receiving watch notices when a new application is filed and subsequently published. Proactively watching trade-

marks from the start of the process will allow potential infringing trademarks to be addressed before a product is in
play.
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The trademark world is being influenced by several critical external factors, from globalisation and commercialisation, to corporate budget cuts and the explosion of new channels. The most innovative client delivery service models and the latest technological solutions will enable trademark practitioners to differentiate themselves in the market and better meet the evolving needs of clients and the growing number of marks needing clearance.
The evidence is clear in the industry research—law firms are beginning to embrace change and those at the forefront of innovation and technology will be the ones that really make a mark in this competitive industry. ■
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